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HON FOR REVIVAL OF AN INTERNATIONAL APPLICATION FOR PATENT 
3NATING THE U.S. ABANDONED UNAVOIDABLY UNDER 37 CFR 1.137(a) 



Docket Number (Optional) 
0152800342100 



t named inventor: KASLOW 
International (PCT) Application Number: PCT/US98/25742 

Filed: May 22, 2000 

Title: VACCJNES FOR BLOCKING TRANSMISSION OF PLASMODIUM VIVAX 



Attention: PCT Legal Staff 
Box PCT 

Assistant Commissioner for Patents 
Washington, D.C. 20231 



U.S. Application No.: 09/554,960 
(if known) 



14 JAN zoo;: 



internatjonal Oivi 



The above-identified application became abandoned as to the United States because the fees and documents required by 35 
U.S.C. 371(c) were not filed prior to the expiration of the time set in 37 CFR 1.494(b) or (c) or 1.495(b) or (c) (as applicable). 
The date of abandonment is the day after the date on which the 35 U.S.C. 371(c) requirements were due. See 37 CFR 
1.494(g) or 1.495(h). 



APPLICANT HEREBY PETITIONS FOR REVIVAL OF THIS APPLICATION 
NOTE: A grantable petition requires the following items: 

(1) Petition fee; 

(2) Proper Reply; 

(3) Terminal disclaimer with disclaimer fee - required for all international 
applications having an international filing date before June 8, 1995, and 

(4) Adequate showing of the cause of unavoidable delay 

1 . Petition fee 

□ small entity - fee $ (37 CFR 1 .17(1)). Applicant claims small entity 

status. See 37 CFR 1.27. 
^ other than small entity - fee $ 110 (37 CFR 1 .17(1)). 

2. Proper Reply 

A. The proper reply (the missing 35 U.S.C. 371 (c) requirements) in the form 
of a Continued Prosecution Application (identify the type of reply): 

□ was previously filed on . 

^ is enclosed herewith. 
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Burden Hour Statement: This form is estimated to take 1.0 hours to complete. Time will vary depending upon the needs of the individual case. Any 
comments on the amount of time you are required to complete this form should be sent to the Chief Infonnation Officer, U.S. Patent and Trademark 
Office. Washington. DC 20231. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Assistant Commissioner for 
Patents, Washington. DC 20231. 
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PETITION FOR REVIVAL OF AN INTERNATIONAL APPLICATION FOR PATENT DESIGNATING THE U.S. 
ABANDONED UNAVOIDABLY UNDER 37 CFR 1.137(a) 



Terminal disclaimer with disclaimer fee 



□ 



Since this utility/plant application was filed on or after June 8, 1995, no terminal disclaimer is required. 
A terminal disclaimer (and disclaimer fee (37 CFR 1 .20(d)) of $ for a small entity 



or; 



. for other than a small entity) disclaiming the required period of time is 



enclosed herewith (see PTO/SB/63). 



An adequate showing of the cause of the delay, and that the entire delay in filing the 35 U.S.C. 371(c) 
requirements (or a continuing US application) from their due date until the filing of a grantable petition 
under 37 CFR 1.137(a) was unavoidable, is enclosed. 

WARNING: Information on this form may become public. Credit card in^mation should not be included on this 
form. Provide credit card information and authorization on PT042Q38. , 



Date October 8, 2001 



Telephone Number: ( 415) 576-0200 




Typed or printed name 



Townsend and Townsend and Crew 
Two Embarcadero Center, 8th Floor 
Srtn Frrinr^i.sm, California 94111 



Address 



02/0S/200a 
01 FC:140 



Enclosures: ^ Additional sheets containing statements establishing unavoidable delay 

^ Fee Payment 

^ Reply 

n Terminal Disclaimer Form 

S Continued Prosecution Application 

jNAJARRO 00000092 201430 09S54%0 
110.00 CH 
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PETITION FOR REVIVAL OF AN INTERNATIONAL APPLICATION FOR PATENT DESIGNATING THE U.S. 
ABANDONED UNAVOIDABLY UNDER 37 CFR 1.137(a) 



NOTE: The following showing of the cause of unavoidable delay must be signed by all aggiicants and by any other party 
who is presenting statements concerning the cause of delay, 

October 8, 2001 



Date 




Kevin L. Bastian 



Typed or printed name 

(In the space provided below, please explain in detail why the 35 U.S.C. 371(c) elements (or continuing US application) 
iwere not timely filed.) 

Applicant petitions to revive the above-identified application under 37 CFR §1 .137(a). The application 
was unavoidably abandoned for failure to respond to a Notification of Missing Requirements mailed June 23, 2000, 
for the above-referenced application. Applicants, however, have no record of having received the Notice. Because 
the Notification of Missing Requirements was not received, no date for response was docketed and a date for 
abandonment for failure to respond was not set. 

The entire delay, including the delay from the date of discovery of the abandonment of the application 
through the date of this Petition, was unavoidable. 

A proposed response in the form of a Continued Prosecution Application are fonwarded with this Petition. 
Please deduct the petition fee. pursuant to 37 CFR §1 .17(1), of $1 10 from the Deposit Account No. 20- 
1430 of the undersigned. Please charge any additional fees or aedit overpayment to the above Deposit Account. 
This Petition is submitted in duplicate. 
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PATENT 
Atty. Docket No.: 015280-342100US 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



n re application of: 
KASLOW 

US Application No.: 09/554,960 
International Application No. PCT/US98/25742 
Filed: May 22, 2000 

For: Vaccines for Blocking Transmission of 
Plasmodium Vivax 



Examiner: 
Art Unit: 



Unassigned 



PETITION TO WITHDRAW 
HOLDING OF ABANDONMENT 
UNDER M.P.E.P. §71 1.03(c) II 
BASED ON FAILURE TO 
RECEIVE OFFICE ACTION 



Attention: PCI Legal Staff 
Box PCX 

Assistant Commissioner for Patents 
Washington, D.C. 20231 

Sir: 

Applicants respectfully petition that the holding of abandonment for the above- 
referenced patent application be withdrawn under M.P.E.P. § 71 1.03(c)II. In support of this 
petition, we provide the following: 

The reply to the Notice of Missing Requirements mailed on June 23, 2000, is 
filed herewith in the form of a Continued Prosecution AppUcation. As noted below, 
AppUcants did not receive the original mailed Notice. 

Please charge $1 10.00, (the petition fee set forth in 37 C.F.R. §1.17(1)) to the 
undersigned's Deposit Account No. 20-1430. Please charge any additional fees or credit 
overpayment to the above deposit account. This petition is submitted in duplicate. 

Facts showing that the entire delay in filing the required reply was unavoidable, 
from the due date for the reply until the filing of the present petition, are set forth below and 
substantiated by an attached Declaration Under 37 C.F.R. §1.68 of Michele Simone. 

As the present application was filed after June 8, 1995, Applicants note that no 
Terminal Disclaimer is required under 37 C.F.R. § 137(a)(4) and (c). 



International Application No. PCT/US98/25742 
Page 2 
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The subject application was sent to the U.S. Patent Office and Trademark Office 



on May 22, 2000. As far as we are aware, no Notice of Missing Parts was received. The next 
correspondence from the United States Patent and Trademark Office in connection with this 
appHcation was a Notice of Abandonment Under 37 C.F.R. § 1.53(f) or (g) indicating that the 
apphcation had become abandoned for failure to timely, or properly, reply to a Notice of 
Missing Requirements. The Notice of Abandonment stated that the Notice of Missing 
Requirements had been mailed on June 23, 2000. 



corresponding file and docket records to determine if the Notice of Missing Requirements had 
been received by us. Such a notice was not found in the corresponding file, and our docket 
records do not reflect receipt of such a notice. Please refer to the attached Declaration Under 
37 C.F.R. §1.68 of Michele Simone, a docketing clerk in our U.S. docket department. Ms. 
Simone has been a docketing clerk in our U.S. docket department for 16 years. As mentioned 
in her declaration, there is no record of our U.S. docket department ever having received the 
Notice of Missing Requirements for this application. Accordingly, as far as we are aware, 
such a Notice of Missing Requirements was never received by us. 



Townsend and Crew LLP's "Patent and Trademark Chronological Docket." Since the docket 
includes other clients' matters, information specific to those matters has been redacted to 
preserve confidentiality. Relevant page 447 of the docket is enclosed. The client file numbers 
are listed numerically. A docket date corresponding to the Notice of Missing Requirements 
would have appeared on page 447 (where indicated by an arrow) had there been a pending 
due date known to us, since the docket report is sorted by due date and then by cHent file 
number. 



Applicants were unable to file a timely response. As the delay in responding to the Notice to 
File Missing Parts was unavoidable, we hereby petition the Assistant Commissioner for 
Patents to withdraw the holding of abandonment, in view of Delgar v. Schuyler, 172 USPQ 
513 (DDC 1971), MPEP §711.03(c)II, and 1156 OG 53, Nov. 16, 1993, copies of which are 
enclosed for ease of reference. The Delgar case suggests that in appropriate cases, the 



After receipt of the Notice of Abandonment, we diligently examined our 



Attached to Ms. Simone's declaration, is a relevant page of Townsend and 



Since a Notice of Missing Requirements was apparently never received, 



KASLOW ^ PATENT 

Application iI1p9/554,960 

International Application No. PCT/US98/25742 
Page 3 

Assistant Commissioner of Patents may authorize the Examiner to withdraw a holding of 
abandonment. 

Please charge Deposit Account No. 20-1430 for appropriate additional fees 
pursuant to this petition. 

Respectfully submitted, 




Ke\Un L. B 
Regl No. 34,774 



Client No. 20350 

TOWNSEND and TOWNSEND and CREW LLP 
(415) 576-0200 / Fax: (415) 576-0300 

KLB/jrc 
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PATENT 
Atty. Docket No. 015280-342100US 



5?IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



)lication of: 
KASLOW 

US Application No.: 09/554,960 
International Application No. PCT/US98/25742 

Filed: May 22, 2000 



For: VACCINES FOR BLOCKING 
TRANSMISSION OF PLASMODIUM VIVAX 



Examiner: Unassigned 
Art Unit: 



DECLARATION 
UNDER 37 C.F.R. §1.68 
OF MICHELE SIMONE 



Attention: PCT Legal Staff 
Box PCT 

Assistant Commissioner for Patents 
Washington, D.C. 20231 



Sir: 



I, MICHELE SIMONE, declare as follows: 



1 . I am a docketing clerk with the U.S. Docket Department at Townsend 
and Townsend and Crew LLP (TTC), San Francisco, CaUfomia. I have been a docketing 
clerk at TTC since 1990. 

2. I am responsible for handling incoming mail, including Office Actions, 
from the United States Patent and Trademark Office (USPTO). Under standard TTC 
operating procedures. Office Actions received from the USPTO are entered in TTC's "Patent 
and Mark Docket Chronological" by their due date(s). Accordingly, if a Notice to File 
Missing Parts of Application was mailed Jime 23, 2000, and had been received by TTC, it 
would have been entered with a due date of August 23, 2000. 

3. I have reviewed the docket entries for items due August 23, 2000, and 
found none corresponding to the subject application. 



KASLOW ^ 

Application nI^/554,960 

Page 2 




PATENT 



4. Attached is an excerpt of the relevant part of the Docket identifying 
entries having a due date of August 23, 2000. 

5. The client names, and application numbers have been redacted to 
preserve client confidentiality. 

6. The docket entry for the subject missing Notice to File Missing Parts of 
Application would have been listed on page 442, given that matters for a given date are 
ordered by client number and matter number. This page shows client numbers to confirm that 
this matter would have been on this page. No such entry is listed. 

7. I further declare that all statements made herein of my own knowledge 
are true and that all statements made on information and belief are beheved to be true; and 
further that these statement were made with the knowledge that willful false statements and 
the like so made are punishable by fine or imprisonment, or both, under Section 1001 of Title 
1 8 of the United States Code, and that such willful false statements may jeopardize the 
vaUdity of the application or any patent issuing thereon. 



Dated: Octobers, 2001 



Michele Simone 



TOWNSEND and TOWNSEND and CREW LLP 
Two Embarcadero Center, 8^^ Floor 
San Francisco, Cahfomia 941 1 1-3834 
(415) 576-0200 / Fax: (415) 576-0300 
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District Court, District of Columbia 

Delgar Inc. ei al. v. Schuvler> 
Comr. Pals. 

No. 1904-70 Decided Dec. 22, 1970, 
and Jan. 4, 1971 

PATENTS 

1. Abandonment — Application (U0.3) 

Fees — Patent Office (§37.7) 

Pleading and practice in Patent Of- 
fice — In general (?t54.1) 

Although Paient Ofrice records show thai 
notice of allowance was mailed on a certain 
date to applicant's attorney, and although 
fee was not paid as required by 35 U.S.C. 
151, court grants summary judgment author- 
izing Office to issue a new notice of allow- 
ance inasmuch as attorney allegedly did not 
receive first notice. 



Action by Delgar Inc., Roben Gardel, 
and Egon Gorsky against William E. 
Schuyler, Jr., Commissioner of Patents. 
Summary judgment for plaintiffs. 

George R. Douglas, Jr., and Misegades & 
Douglas, both of Washington. D. C., and 

xNoLTE & NOLTE, A. C. NOLTE, Jr., Ed- 

WARD B. Hunter, and Evelyn M. So.m- 
mer, ail of New York, N. Y., for plaintiffs. 
S. Wm. Cochran and J. K. Nakamura for 
defendant. 

Pratt, District Judge. 

Mr. Nakamura: If the Court please, this 
case is a patent case. It involves Section 151 of 
ihc Patent Statute. Sccticm 131 provides that 
a written notice of allowance shall he mailed 
to the applicant. 

This notice of allowance calls for payment 
of an issue fee. If that issue fee is not paid 
within six months, the application is regarded 
as irrevocably abandoned by operation of the 
statute. 

Now, in the present case, the record shows 
that such a notice of allowance was mailed. 
The issue fee was not paid within the six 
months. 

The application, therefore, in the eyes of the 
Patent Office, stands abandoned by operation 
of the statute. 

Now. plaintifTs' claim for relief is based 
solely (m their allegation that no notice of al- 
Inuancc was received by their aiiorncys. 

We submit that the statute provides no basis 
for relief. 



First of all. Section 151 docs not expressly 
require that a notice of allowance be received 
by the applicant. In Section 151 there appears 
onlv the term ''mail a written notice" — 

The Court: Is there any provision for pub- 
licaii(m of allowances? 

Mr. Nakamura: No, ^'our. Honor, there is 
not. 

The Court; Are thev customariiv pub- 
lished? 

Mr. Nakamura: No, they are not cus- 
tomarily published. The notice is mailed. In 
the great majority of the cases, it is received. 
Occasionally it is not, for one reason or the 
other. 

In this case the applicant has only alleged 
that it has not been received. 

Now, there is a long-standing construction 
of the term "mail" in the Patent Office, This 
is a construction which excludes receipt. This 
is a construction which dates back at least 50 
vears. and long prior to the enactment of Sec- 
tion 151, which was enacted in 1 965. 

I can show Your Honor representative de- 
cisions that have been handed down by past 
Commissioners, Ex parte Lacey, for example, 
in 1920 CD. 83, and Ex pane Glake in 1906 
CD. 159. 

The Court: I take it that in this case there 
. was a petition filed with the Commissioner? 
Mr. Nakamura: That is correct. Your 
Honor. 

If SouT Honor would care to see the word- 
ing of Section 151,1 have a copy of that stat- 
ute here, which I am prepared to hand up. 

The Court: It says that they provide for a 
sum constituting the issue fee, or a portion 
thereof, which shall, be paid within three 
months thereafter. Upon payment of this sum, 
the patent shall issue. If payment is not timely 
made, the application shall Ik regarded as 
abandoned. 

Mr. Nakamura: That is correct. 

The C^ourt: Then it says that any remaining 
balance of the issue fee shall be paid within 
three months from the sending of a notice 
thereof. 

Is that the notice of allowance? 

Mr. Nakamura: The first one is the notice 
of allowance. It contains an estimated issue 
fee. 

The Court: The second notice that they are 
talking about is the notice that more money is 
due, I take it? 

Mr. Nakamura: That is correct; if the 
printing exceeded the estimate. 

The Court: ^'cs. 

The Court: Has this type of situation ever 
been litigated before in court? 

.Mr. Nakamura: To my knowledge, ^'our 
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I I(.n(ir, ii has tun. This is the firsi lime ihai 
the question has arisen. 

The Court: Now. what you have just shown 
nie is the statute, iiscii', is that eorren 

Mr. Nakamura: This is the statute, itsell, 
that is eorren, Vour Honor. 

The Court: All rii^hi. I will hear further 
from vou. if vou like. 

Mr. Nakamura: Your Honor, wc sui)mit 
that under normal rules ofsialuiory eonsirue- 
lion, there heing no legislative intent lo in- 
eludc reeeipi in the term "mailmg/ thai the 
defendant has no authority lo read the term 
into the siaiuic in the light of the past 
construction- of ''maiP' in the situation with 
which we are now^ concerned. . 

The Court: What is involved in resurreci- 
ine a patent which has l>een put in an 
alfandoncd category ■;' Do you have lo file all 
over again? 

Mr Nakamura: Yes. If the apphcani is 
willini' to forego the bcnehi of having the ear- 
lier date, the dale of his earliest application, 
then he can file at any time. 

As in this particular case, if he hied today, 
the application would date from today. 
The Court: What does this patent cover? 
Mr. Nakamura: This is a patent on a doll, 
Your Honor. I believe, Your Honor, before I 
leave, I would like to point out that there is a 
drawing which accompanies the p^^ieni appli- 
cation, h is in the file. !t is a part of Exhibit A, 
accompanying the defendant's motion to dis- 
miss. , 
The Court: Did you Hie a response to the 

motion to dismiss? » ^. ,i 

Mrs. Sommer: Yes, we did, N our Honor. 
We filed an opposition to the motion to dis- 
miss. ^ . , 

First, I would like to sort of poini out the 
sequence that this case went through in the 
Patent Oflice, mostly Iwcausc I think that it is 
very interesting. 

The application was filed in December, 
196.S, and went through a normal course of 
pro.sccuiion up to the filing of notice of appeal 
and a brief upon appeal. 

.Sometime in Octol)cr, specifically October 
1968 the examiner who was prosecuting 
the ap[>iication called a Mr. W. S. Seward, 
who was a partner in Noltc & Nolte, and who 
was the atiorncv who was handling the appli- 
caii(m, and advised him ihat he was gcnng to 
allow ihe case. That was October 9, 1968. 

On October 10, 1968, the Patent Omcesent 
out a paper, which is Paper 14 in this case, in 
which the Patent Office indicated that the 
prosecution in the case was closed and that a 
notice of allowance wc»uld shortly be for- 
warded. This is an ofiicial form of the Patent 
OfVice. 



That form, which is Form P.O.L. 255, as I 
said, was mailed 10/10, 68. and was ad- 
dressed to Noltc and Nolle. 

On that verv same day another paper went 
out fn.m the Patent Oiiice, which was mailed 
to another address. It was mailed to the firm 
of Hrown &. Seward ai 1 1 Park Road, New 
York Ciiv. I'hai verv da v. two papers were 
mailed from the Patent Oiiice: One, the form 
P.O.!. 255; the other, a Form 19. Both going 
to different addresses. 

Thereafter, another paper was mailed from 
the Patent Ollicc, this being Paper NumlK:r l:^ 
and Form P.O.L. 37. This paper carries the 
date January 29, 1969, and this form is what 
is known as a Notice of Examiner's Amend- 
ment. 

This form says pretty much the same thing, 
h indicates some amendments iHat the 
examiner is entering pursuant to a conference 
had with Mr. Seward on 10/10/68, and says a 
notice of allowance will l>e forthcoming- 

1 think that this paper, which was addressed 
lo Nolte and Nolte at 330 Madison Avenue, is 
interesting, because it carries not only the no- 
tation that the paper was typed on 10/31/68, 
but it was niailed on January 29, 1969. 

I would like to point out that 1 mentioned 
that one paper was mailed to another address 
in this peri<)d. Two additional papers were 
mailed to Brown and .Seward at 11 Park 
Road. 

The C:ourt: Who was the attorney for the 
applicant? 

Mrs, Sommer: Originally, attorneys of 
record were Brown and Seward. During the 
prosecution, an associate power of attorney 
was filed, making Noltc and Nolte the attor- 
neys of rec:ord. 

I would like to point out, for example, that 
when notice of appeal was filed in this case, 
the notice of appeal carries an express writ- 
ten — typed notice which says: 

All correspondence is lo l)c addressed to 
Nolte and Nolte, 330 Madison Avenue. 

The very next paper which was mailed by 
the Patent Ollice, which is what wc call the 
appeal receipt, that gives the appeal number 
and which was mailed within about a week of 
that date, is mailed to Brown and Seward at 

I I Park Road. 
Despite the fact that the notice of appeal 

carries the express note: All correspondence to 
go to Noltc and Nolte, the appeal receipt was 
mailed to Brown. 

.So, wc have a course of conduct throughout 
{>f the Patent Office's sending correspondence 
to different addresses. 

Fortunatelv, the mail was rerouted by the 
Patent Olikc and the papers that I am refcr- 
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ring to were received in the Office of Noite and 
Nolle ai 330 Madison Avenue. 

I also want to point out — because the Pat- 
ent Office made a big issue of the fact that no- 
tices of allowance are typed on one day and 
they carry the next mailing day and they are 
mailed out. It is presumed that they arc mailed 
out on the next day — that the form P.O.L. 
255, which I mentioned before, carries the 
typing date 10/31/68 and was mailed 
January 29, 1969. In other words, some three 
months later, this was mailed out of the. Patent 
Office. 

Mr- Nakamura, counsel for the Patent Of- 
fice, mentioned that the rule which is involved, 
or the statute which is involved, is 35 U.S.C. 
151, and that this requires that the notice of 
allowance be mailed. 

Specifically, the statute says, "Mailed or 
given." 

1 have a copy of the statute here and 
the patent laws. It says, ''If it appears that 
the applicant is entitled to a patent under the 
law, a written notice of allowance of the ap- 
plication shall be given or mailed to the ap- 
plicant.'' 

In other words, I think that it connotes a 
little bit more than just putting it in the mail- 
box. It connotes that it is either given or 
mailed. In other words, both terms appear in 
the statute. 

Furthermore, the Patent Office has pro- 
mulgated its own rules in connection with no- 
tice of allowance. And the rule is a little dif- 
ferent than the Patent Office and puts a strict- 
er construction — I am sure that I have the 
rule — yes. The rule which is involved, and this 
is from the Patent Office Rules, is Rule 311, 
and it is noted under "Notice of Allowance: 
If upon examination it shall appear that the 
applicant is entitled to a patent under the 
law, a notice of allowance will be sent to him." 

If the word "sent" is looked up in the dic- 
tionary — and we mentioned this in some of the 
papers— it indicates more than mailed. It 
indicates that it is going to be received. 

Also, in connection with mail given or sent, 
Mr. Nakamura cited some cases. 

We would like to point out that this very 
court, the District of C^olumbia, has, in a deci- 
sion, Creasy versus the United States, and that 
is 4 F.Supp. 175, D.C.-Va. 1933, expressly 
set out that there is no notice unless it is re- 
ceived. 

In other words, just merely putting it in the 
mail is not notice. The notice must be re- 
ceived. 

The Court: Mrs. Sommer, did you receive 
the January 29ih letter, that is January 29, 
1969, that the application was being passed to 
issue by the examiner? 



Mrs. Sommer: Yes, sir, we did. 
The Court: What did you do when you got 
that? 

Mrs. Sommer: We got that. I happen to 
have a copy of the correspondence here with 
me. Mr. W. S. Seward, who was a partner in 
the firm of Nolte and Nolle, was handed that 
in the course of — in other words, the mail is 
opened in a very specific manner. The papers 
arc entered and a record is made of all mail 
that is is received. If there is anything that the 
applicant must do — in other words, if there is 
anything that we have to do, the office has to 
do — it is entered onto the outside of a file, and 
on the outside of the file, the date that the 
thing came in and the date for response ap- 
pears. 

Nothing appears on this outside of this file 
after the fact that an appeal brief was entered. 
There was an amendment also entered, which 
also appears. 

There is no indication of notice of allowance 
receipt, because it was never received. 

The Court: Is there any indication that the 
January 29th letter was received? 

Mrs. Sommer: No; the only indication is 
that we have it and have the letter written by 
Mr. Seward, in which he advised the client 
that this notice had been received. There is 
nothing for the applicant to do when that is 
received. 

The Court: What is the normal time span 
between this kind of a communication and the 
receipt of the notice of allowance? 

Mrs. Sommer: Well, we have cited a case in 
this case. The patent isTran Van Khai Patent. 
I have the number. It is Number 3498764. An 
instance there was 13 days. 

We have also mentioned patent applications 
in our own file, where it has gone up to eight 
months. There is no statutory requirement 
that we inquire. 

In other words, if a normal office action is 
received that there has been a notice promul- 
gated by the Patent Office which says that 
within two months if nothing has happened 
you should write a status letter. 

There is no requirement with respect to this 
notice that a patent will be issued on inquir- 
ing. 

The Court: Don't most people, when they 
do not get the notice of allowance, promptly 
get on the telephone or write a letter or do 
something about inquiring about where it is. 

Mrs. Sommer: I would say no. 

In the same file, Tran Van Khai, which we 
referred to, the same procedure arose, and it is 
not conventional to inquire. Not in this. 

The Court: It is my experience in dealing 
with the Government that if you know a letter 



516 



Del^ar Inc. v- Schuyler, Comr, Pats. 



172 USI>Q 



172 VSVO 



is coming and you do not gel ii. you gei on 
your horse. 

Mrs. Sonnnner: We arc now inquiring at ihc 
end of iwo months. 

The Court: It docs not matter whether it is 
the Patent OHice, or any other branch of 
Government: The Federal Power Commis- 
sion, the Federal Communications Commis- 
sion, Internal Revenue, any of these. If you 
know that something is going to happen and it 
does not happen and you have not received it, 
why, I think it is par for the course to call up 
and say: Look, we missed something. 

Mrs. Sommer: Well, I have to admit that 
previous to this we had — in some cases the at- 
torney would keep a record. Then he \vould 
inquire- But it was no general rule. We now 
have the general rule in the office that the 
Docket Clerk inquires at the end of two 
months. 

I wanted to make another point in this case: 
There are a number of decisions in which this 
same issue came up, where the notice of al- 
lowance allegedly was not received. These 
decisions arc in no way made public. In other 
words, they have not been published. This 
Tran Van Khai Case I referred to. 

Mr. Nakamura served Mr, Douglas yes- 
terday with a paper. Opposition by Defendant 
to Plaintiflfs' Motion for Summary Judge- 
ment, in which a noted decision is men- 
tioned, in which, in fact, the decision appears 
as Exhibit C, all going to this point of late 
payment of final fee. 

And there is another one. I have the Patent 
Application Number. I do not have the num- 
ber of the issued patent. 

None of these decisions have ever been 
published by the Patent OiWcc, by the agency. 
There is no record of them. 

Wc would like to point out, therefore, that 
these decisions can not Ik relied upon, whether 
they arc positive or negative, really, by the 
Patent Office, since there has been no notice, 
as is required by the Administrative Act and 
by the Public Information Section of the Ad- 
ministrative Art, which says that, specifically 
552 under 2 (a), that each agency, in accord- 
ance with published rules, shall make 
available for public inspection a copy (a) a fi- 
nal opinion; (b) those statement of policy and 
interpretations which have been adopted by 
the agency and are not published by the Fed- 
eral Register, so on and so forth. Nr»ne of these 
decisions. There is a large number of them. 
W> have referred to three right here. We can 
mention three right here. One of which for the 
first time I saw this morning, because I saw 
these opposition papers this morning. Two of 
which were obtained for us by Mr. Douglas 
through personal contacts. 



In other words, you would never know that 
the Commissioner had decided favorably, and 
had decided favorably in the Tran Van Khai 
Case, which is the exact same as the instant 
case; the exact same facts exisiani that Com- 
missioner Reynolds decided in October 1969, 1 
iKlieve it was, that another notice of allowance 
would Ix* forthcoming. 

His decision is very simple. Ite says: On the 
facts in the case. His decision is dated October 
30, 1969. It is in the file of U. S. Patent 
3498764. He says: The renewed petition filed 
October 17, 1969, for the acceptance of a final 
fee in the above-entitled application has been 
considered. On the basis of the entire record, 
as now presented, it is thought proper to hold 
that a notice of allowance of the application 
was not duly mailed on November 15, 1968. 
Accordingly, the present action is to be treated 
as such a notice of allowance. Since the issue 
fee was paid on July 10, 1969, the patent will 
be issued in due course. The petition is grant- 
ed to the extent indicated. 

There is another one where the exact situa- 
tion arose. Again Commissioner Reynolds is- 
sued the patent. 

In other words, the Commissioner has, in 
situations which parallel this case on all fours, 
subsequently permitted the payment of the fi- 
nal fee which was due and issued a notice of 
allowance. The loss of a patent. I do not be- 
lieve that it is germane to the issue, but we 
mentioned that this is a patent for a doll; spe- 
cifically, it is for a walking d(»lK and a very 
important doll. 

This application f{)rm has licenses all over 
the world. 

In other words, I do not want to mention 
the assignee, l>ecausc that gets into particulars 
which arc not germane. 

This is a very commercial patent; extremely 
important. 

If the patent does not issue, wc arc now in 
the siiuaii(»n where there is really nothing 
under the recent (lecisi<ms on know how and 
secret information, and so on. There is nothing 
left. 

This patent has issued. For example, there 
are corresponding patents in <>ther countries in 
the world. There is for sure I know in Ger- 
many. I am not sure of the other (ountrics. As 
I say, it has been licensed all <ivcr the world. 

The applicants have exhausted their reme- 
dy in the Patent Office and have filed peti- 
tions, renewed petitions, all of which have 
been denied by Assistant C(»mmi.ssioner Kalk 
on the grounds, first of all. that the statute 
prevents him from a< ting otherwise. 

I just pointed (tut at least two ca.scs where 
.Assistant Commissioner Rcvn<tl(ls has also, as 
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an arnn of ihc Patent Ofike. decided differ- 
ently. 

Also, the Patent Office feels that just mail- 
ing it and putting a {-opy of the notice of al- 
lowance with the word ''mailed" on it is all 
that the Patent Office has to prove. 

We have set out in considerable detail what 
the Patent Office docs with respect to mailing 
a notice of allowance. 

Numl>er One, they send it to a typist, who 
types it on the day before it is dated. The typ- 
ist in our case would have typed it. In all cases, 
it is universal procedure. Types it on one day, 
but types in another date. The thing is then 
sent to the mail room, and presumably is 
mailed out from the mail room. No record of it 
is made in the mail room; of its receipt in the 
mail room or of its actual mailing. 

Any- record which is entered into the file is 
entered from a card or tape which is made in 
the Notice of Issue Branch; not from the mail 
room. 

So, we, as in Tran Van Khai. where they 
were sustained, where the appellant was sus- 
tained, do not believe that the Patent Office 
can rely on their saying that they just mailed it 
and that they have a record that they mailed 
it. 

I pointed out in one case where they sav 
that it was typed on one day and mailed three 
months later, in our own file. This presumably 
was typed one day and mailed the next day. It 
was never received in our office. There is no 
record of it anywhere. 

I also want to point out that Mr. Nakamura 
said that usually these things are received. But 
there are instances where they arc not re- 
ceived; where ihey arc not correctly addressed, 
or misdirected, or who knows what, and get 
into the wrong office. 

We do not feel that we have to establish 
that. VVc just have to prove that we never re- 
ceived it. It was never received in ihc office. 

Inquiry was made at the Patent Office in 
connection with the pn)sccution of another 
application in another {-ouniry. a corre- 
sponding application in another country. 

Mr. .Seward, who was handling it — I re- 
member, it was Louden against the United 
States — he went and got the United States' file 
and saw that there was no notice of allowance. 
Then immediately the petition was filed. 

The Court: Mr. Nakamura. 

Mr. Nakamura: If I may, N'our Honor, I 
would like to add some comments in rebuttal 
here. 

First of all, with reference to these decisions 
in other patents which Mrs. Sommers has 
referred to, and with reference, also, to her 
argument with respect to the Administrative 
Procedure Act, I would like to point out this: 



That these two decisions that she mcniioncd 
are in the patent files. ;\s such, they arc 
availalile to the public. 

N()w. it is true that we have not indexed 
them. But as Your Honor will appreciate from 
the number of. cases which have come up. on 
this point, it apparently would be a burden on 
the Patent Office to index such decisions. 

Now, with respect to the first of those cases, 
the Tran Van Khai Case. I believe, is men- 
tioned by Mrs. Sommcr. 

I would like to point out this fact, that the 
attorney in that case complained not only that 
he did not receive the notice of allowance, but 
he also complained that the firm was not 
shown correctly in the address. 

So, in this case there was some possible 
indication that the Patent Office had not very 
properly mailed the notice of allowance. 

The Court: Mr. Nakamura, the reason that 
Mr. Reynolds accepted the final fee in the 
Tran Van Khai Case was because of the fact 
that he was satisfied that the notice of allow- 
ance had not been received; is that not true? 

Mr. Nakamura: Had not been duly mailed, 
Your Honor. I believe that was the comment. 

The Court; He said not duly mailed? 

Mr. Nakamura: Not duly mailed. 

If one looks to the reasons that supported 
the attorney's petition — in my copy here, it 
would be on the 4ih page, after the decision of 
CA)mmissioner Reynolds; then the next to the 
last sentence of the petitioner says: If the Pat- 
ent Office actually mailed a notice of allow- 
ance in the present case, how can it be so sure 
that jt was mailed to the applicant's attorney, 
as 35 U.S.C. 151 requires, especially when it 
is ruled that the Patent Office copy of the no- 
tice of allowance did not even show the attor- 
ney's name correct ly. 

[ 1 ] The Court: In this case, your own 
record shows that notice of allowance was 
mailed on a certain date? 

Mr. Nakamura: Yes, it does, Your Honor. 

The Court: It shows to whom it was 
mailed? 

Mr. Nakamura: Yes, that iscorra:t. 

The ('ouri: To Noltc and Noltc? 

Mr. Nakamura: That is correct. We have a 
copy in the file papers that, perhaps. Your 
Honor may be interested in seeing Just what 
that notice of allowance looks like, I have the 
actual application file here. 

The Court: What was mailed was pre- 
sumably a carbon of that, I take it? 

Vlr. Nakamura: Yes, Your Honor; this is 
the original, and a carbon is mailed as a mat- 
ter of practice. 

There is one other point thai I would like to 
make, \our Honor: 
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In our opposition, which was filed ycsicr* 
(lay, there is attached Kxhihii B. which is the 
last decision of the Assistant C'.ommissioner in 
this particular case. 

! would like the Court t<t note that in the 
last line on the first pat;e Commissioner Kalk 
says: Petitioners are apparently the onlv ones 
who have complained al)out not rcceivini; a 
notice of allowance mailed on Fci)ruary 20. 
1969. 331 were mailed thai day. 

There is just one siaicment that i would like 
to make in closing. Your Honor: 

There is a reason why Assistant Commis- 
sioner Reynolds allowed the petitions in the 
two cases that Mrs. Sommer has mcnii<med. 
There is equally a good reason why the pcii- 
ticm in this case was denied. 

The distinction is this: If there is any posi- 
tive indication in ihc application filed, itself, 
that the Patent Ollice may have not properly 
mailed a notice of allowance, then the Com- 
missioner will grant relief. But if there is no 
such indication, no such positive indication of 
improper mailing by the Patent Office of the 
Patent Office application, and there is only the 
allegation that the applicant did not receive 
the notice of allowance, then relief is denied. • 
The C:ourt: Your proof of mailing is the 
possession of the ribbon copy of the notice of 
allowance, which is part of your file? 
Mr. Nakamura: That is correct. 
The Court: The fact of mailing the notice is 
entered some place else? 

Mr. Nakamura: ^'es. it is. It is on the face 
of the application (tied. I don't know whether 
Your Honor noticed that. In the lower right- 
hand corner there is a stamped in date of 
February 20, 1969. 

There is a block there, 1 believe, thai is la- 
beled ^'Notice of .Mlowame.** liate mailed: 
l-ebruary 20, 1969. Thai is the dair that it was 
mailed. 

The CtKirt: VVh<i put that on there? 

Mr. Nakamura: i'his w<tuld be placed on 
there by the issuing branch. 

The Court: Bin ihcy have no other record 
(tther than having put that stamp on there, is 
that correct :* 

Mr. Nakamura: Other than having kept a 
tallv of the total number which were mailed 
ibat day. or each day, there is no record kept 
on specific applications. 

The Court: Mr. Nakamura. is there any 
particular pattern about when notices of al- 
lowance arc issued ;' 

Mr. .Seward's aliidavii has four cases cited, 
one of which has an allowance n(uice sent after 
13 davs: another tine was a month and 20 
davs; another one was four months and 21 
days; ancuher one is ciiiht HKunhs and three 
davs. 
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With respect to (tnc of these, they mention a 
status letter which was sent and brought no 
response. The second status letter brought a 
telephone call from the examiner, giving the 
date of allowance, stating that the application 
was abandoned for failure to file an issue fee. 
In that case a petition to review is pending. 

Vir. Nakamura: In answer to your ques- 
tion, \uuT Honor, there is no period, I believe, 
that one can count on from notification to the . 
mailing of the notice of allowance. It fluc- 
tuates. It depends upon the work load. It de- 
pends upon the people there that particular 
day; whether they have gotten i)ehind. I am 
afraid that it is not a prcditable figure. 

The Court: What about the status letters 
and telephone calls? 

Mr. Nakamura: Telephone calls would be 
answered. .Status letters generally arc 
answered. But I would not say that they arc 
invariably answered. That would not be cor- 
rect. 

The Court: What would be the effect on the 
Department if the rule were cnhcr than re- 
quiring the notice to be mailed, but also re- 
quire that it b^ received? 

Mr. Nakumara: Then I believe that we 
would have to grant a petition in every case 
that comes into the Patent Office complaining 
alK>ui failure to receive notice of allowance. 

The Court: How many of those have you 
had in the past? 

Mr. Nakumara: There are probably not loo 
many, l)ut I would not say for sure. I can say 
this much; that — well, no, I don't think that is 
a vcrv good estimate. I was going to say that in 
addition to the two cases that I handed up to 
you, there is one other published (Commis- 
sioner's Decision that I know about. There are 
a few others, but they all date back to the 
1920's or earlier. 

The Coint: Those arc Patent Office CJa- 
/.cite reported cases? 

Mr. Nakamura: That is correct. 
The Court: What I was thinking about is in 
vou normal experience does this happen very 
often;' I here may have Ix'cn N<ime cases in 
situations where this has happcne{l, and be- 
t ausc <if these decided cases they have not tak- 
en it further; or the subject matter might not 
have been sullicient to warrant going further. I 
was jtisi wondering, as a matter of general 
experience, d(K*s this happen very often? 

Mr. Nakamura: I am not personally cx- 
pcrien(ed in ibis, N'our Honor. But I am quite 
sure that there are, from time lo time, cases 
coming up on this point. Just from casual 
c(»nversation, 1 know this personallv. 

The Court: Well. I think that I have hcar<l 
enctugh. 1 am going to deny the Ciovcrnmcni's 
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motion to dismiss anri grant the plaintiffs some 
kind of relief. 

I am going to require the plainiifT to u{»rk 
out the form of the order u iih Mr. Xakamura. 
so that it will do the least damage to the Oc- 
partmcnt's prartice. 

The reason why I am ruling as I am is Ix*- 
cause it is difficult for me to believe that the 
notice was or was not received, when these 
people, who have every interest in its receipt, 
apparently acted on the assumption that it 
never came. 

I am perfectly willing to admit that the 
language of the statute and the decisions of the 
Patent Office are just as you stated, Mr. 
Nakamura. 

But I think that in the rare case, such as 
this, that comes up, that, because of the fair 
administration of law by the Patent Office, it 
would permit these rare situations to be ac- 
comodated instead or relying on the strict let- 
ter of the statute. 

So, I will charge you. Mrs. .Sommer and 
Mr. Nakamura, to work it out and 1 will sign 
an order on it. 

The reason that I am requiring you to do 
that is because of the fact that Mr. Nakamura 
is with the Patent Office and he has an im- 
portant position down there. I am sure that he 
would not agree to an order that would go 
further than it has to. I do not know enough 
about patents to take the responsibility or 
trust my own judgment. 

Mrs. Sommer: Thank you. Your Honor. 

Mr. Nakamura: I believe that I understand 
Your Honor. 

Jan. 4, 1971 
Order 

Upon consideration of the defendant's Mo- 
tion to Dismiss and the plaintiffs' Motion for 
Summary Judgment and the hearing thereon, 
it is bv the Court this 31 si dav of December 
1970. ' • 

Ordered that (1) the defendant's Motion to 
Dismiss herewith is denied, (2) the plaintiffs' 
Motion for Summary Judgment herewith is 
granted, and (3) the defendant herewith is au- 
thorized to issue a notice of allowance in 
plaintiffs' patent application Serial No. 513.- 
380, in suit. 



District Court, District of Columbia 

Mo.NTF.CATi.M Edison, s.p.a. v. Zikuler ct al. 
Decided Jan. 25, 1972 

PATENTS 

1. Revised Statutes 4915 suits — In ecn- 

eral (§59.01) 

Revised Statutes 4915 suits — Issues 
determined (§59.05) 

.Action under 35 U.S.C. 146 is not a 
standard civil action, but is more in the na- 
ture of a review of administrative proceeding 
with inherent limitations on issues which 
may be raised in original claim or by coun- 
terclaim; thus, defendant may not raise by 
counterclaim for the Hrst time issues such as 
tortious conduct and breach of contract 
which involve numerous other patents and 
pending applications; actions under section 
146 are limited to review of administrative 
proceeding in Patent Ofncc supplemented by 
additional evidence and testimony only inso- 
far as it relates to contentions advanced 
below. 

2. Counterclaim — Compulsory or per- 

missive (§26.3) 

In action under 35 U.S.C. 146, counter- 
claim is not compulsory where it alleges tor- 
tious acts, frauds, and breaches of contract 
involving various patents, patent applica- 
tions, and confidential information, even if 
there may be a commonality of proof be- 
tween that needed to establish priority of in- 
vention and that needed to establish a por- 
tion of allegations of counterclaim, since 
commonality required to make cr>unicrclaim 
compulsory is that found in a logi<"il relation 
in the events from which claim and counter- 
claim arise, not in fact that counterclaim has 
as one of its facets an issue or subject which 
is same as that involved in claim. 



^ Action under 3.S U.S.C:. 146 l)y .Montecatini 
Edison, s.p.a., against Karl Ziegler and E. I. 
du Pont dc Nemours & Co. in which Karl 
Ziegler counterclaims for breach of contract 
and damages. On plaintiffs motion to dismiss 
counterclaim. Motion granted. 

MORCA.\, FiNXKGAN, DURHAM & Pl\E 

(Ralph M. Watson of counsel) both of 
New York, N. Y., for plaintifT. 
Burgess, Dinklage & Sprung (Arnold 
Sprung of counsel) both of New ^'o^k, 
N. Y.. for Karl Ziegler. 
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20 


12/19/1972 


31 


12/19/1972 


85 


12/19/1972 


82 


12/19/1972 


50 


12/19/1972 


15 


12/19/1972 


35 


12/19/1972 


43 


12/19/1972 


46 


12/19/1972 


47 


12/19/1972 


78' 


12/19/1972 


01 


12/19/1972 


21 


12/19/1972 


18 


12/19/1972 


11 


12/19/1972 


31 


12/19/1972 


58 


12/19/1972 


46 


12/19/1972 


07 


12/19/1972 


91 


12/19/1972 


38 


12/19/1972 


63 


12/19/1972 


75 


12/19/1972 


65 


12/19/1972 


SO 


12/19/1972 


72 


12/19/1972 


41 


12/19/1972 


78 


12/19/1972 


31 


12/19/1972 


33 


12/19/1972 


49 


12/19/1972 


71 


12/19/1972 


)5 


12/19/1972 


70 


12/19/1972 


^0 


12/19/1972 


59 


12/19/1972 


56 


12/19/1972 


17 


12/19/1972 


i4 


12/19/1972 


56 


12/19/1972 


75 


12/19/1972 


18 


12/19/1972 


12 


12/19/1972 


15 


12/19/1972 


')6 


12/19/1972 


)7 


12/19/1972 


16 


12/19/1972 


i3 


12/19/1972 


i5 


12/19/1972 


i| 


12/19/1972 


)8 


12/19/1972 


14 


12/19/1972 


'.9 


12/19/1972 


i7 


12/19/1972 


>4 


12/19/1972 


>5 


12/19/1972 


»2 


12/19/1972 



Erratum 

"All references to Patent No. 5,254,810 to Friedrich Schauer, 
et al. of Gennany for ^ DEVICE FOR TRANSFERRING CUR- 
RENT BETWEEN TWO END POSITIONS WHICH ARE 
MOVABLE RELATIVE TO EACH OTHER* appearing in the 
Official Gazette of October 19, 1993 should be deleted since no 
patent was granted." 



Registration to Practice 

The following person successfully passed the registration 
examination that was held October 14, 1992. Final approval for 
registration is subject to establishing to the satisfaction of the 
Director of the Office of Enrollment and Discipline thai the 
person seeking registration is of good moral character and 
repute. [37 CFR 10.7(a)]. Accordingly, any information tending 
to affect the eligibility of the following applicant on moral, 
ethical, or other grounds should be furnished to the Director, 
Office of Enrollment and Discipline on or before (45 days after 
the date this notice is published). 

Gualtieri, Gina M., 408 N. 32nd St., Unit 3, Philadelphia, PA 



Oct. 21, 1993 



CAMERON WEIFFENBACH 

Director 

Office of Enrollment Discipline 



entered had it been received (e.g., a copy of the outside of the file 
* jacket maintained by the practitioner); and verified statements 
from persons who would have handled the Office action (e.g., 
mail clerks, docket clerks, secretary, etc.). 

In order to minimize costs and burdens to the practitioner and 
the Office when an application has become abandoned due to a 
failure to receive an Office action, the Office is modifying the 
showing required to make a petition to withdraw the holding of 
abandonment grantable. The showing required to establish the 
failure to receive an Office actio must consist of a statement from 
the practitioner stating that the Office action was not received by 
the practitioner and attesting to the fact that a search of the file 
jacket and docket records indicates that the Office action was not 
received. A copy of the docket record where the non-received 
Office action would have been entered had it been received and 
docketed must be attached to and referenced in practidoner's 
statement. 

The showing outlined above may not be sufficient if there are 
circumstances that point to a conclusion that the Office action 
may have been lost after receipt rather than a conclusion that the 
Office action was lost in the mail, e.g., if the pracdtioner has a 
history of not receiving Office actions. Two additional proce- 
dures are available for reviving an application that has become 
abandoned due a failure to respond to an Office Action: (1) a 
petition based on unintentional abandonment or delay; and (2) a 
petition based on unavoidable delay. See Manual of Patent 
Examining Procedure §7 11, 03(c). 



RegistrationTo Practice 



The following list contains the names of persons applying for 
registration to practice before the United States Patent and 
Trademark Office. Final approval for registration is subject to 
estabishing to die satisfaction of the Director of the Office of 
Enrollment and Discipline that the person seeking registration is 
of good moral character and repute. [37CFR 10.7(a)]. Accord- 
ingly, any information tending to affect the eligibility of any of 
tiie following applicants on moral, ethical, or other grounds 
should be furnished to the Director, Office of Enrollment and 
Discipline on or before (45 days after the date this notice is 
published). 

Elmore, Carolyn S., 13 Alexandria Dr., Oxon Hill, MD 20745 
Friedman, Stanley, J., 3900 Charles Ave., Alexandria, VA 22305 
Sever, Frank, Jr., 4924 Hine Dr., Shady Side, MD 20764 
StahU Robert F., Sr., 3011 Largo Rd., Upper Marlboro, MD 
20772 



Oct. 21. 1993 



CAMERON WEIFFENBACH 

Director 

Offiice of Enrollment Discipline 



Withdrawing the Holding of Abandonment 
When Office Actions Are Not Received 

The purpose of this notice is to announce a practice that will 
minimize costs and burdens to the practitioner and the Office 
when an application has become abandoned due to a failure to 
receive an Office action. 

A petition to withdraw the holding of abandonment in accor- 
dance with Delgar Inc. v. Schuyler, 172 USPQ 513 (D.D.C. 
1971) is burdensome to die practidoner since die practiuoner 
must overcome a strong presumption that an Office action duly 
addressed and indicated as mailed was timely delivered to the 
addressee. To overcome this presumption, a practitioner is cur- 
remly required to submit a persuasive showing that would permit 
the (iffice to conclude diat die Office action was not received. 
Accordingly, evidence which is typically required includes: 
copies of records which would disclose the receipt of other 
correspondence mailed from die Patent and Trademark Office 
on or about the mail date of die non-received Office action, but 
fail to disclose receipt of die Office action mailed that date; 
copies of records on which die Office action would have been 



Oct. 25, 1993 



Charles E. Van Horn 
Patent Policy and Projects Administrator 
Office of the Assistant Commissioner 
for Patents 



Service of Publication 



A petition to cancel the registration identified below having 
been filed, and die notice of such proceedings sent by registered 
mail to registrant at the last known address having been returned 
by die Postal Service as undeliverable, notice is hereby given diat 
unless die registrant listed herein, its assigns or legal representa- 
tives, shall enter an appearance within diirty days from the date 
of this publicadon, the cancelladon will be proceeded with as in 
the case of default. 

Progressive Metal Equipment, Inc., Philadelphia, PA, Reg. 
No. 617,074 for die mark 'TOOGRESSIVE". Cane. No. 20,1 19. 

Elsinore Shore Associates, Atlantic City, NJ, Reg Nos. 798,929. 
798.930 for the mark "ATLANTIS", Cane. No. 20.680. 

Blue Buffalo, Inc., San Diego, CA, Reg No. 1 ,428,86 1 for die 
mark "COCONUT^S ON SHELTER ISLAND AND DESIGN". 
Cane. No. 20,991. 

Richard E. Piazza, dba Westland Physics. Madison, WI, Reg 
No. 1.205,590 or the m;:rk "GOLD RUSH", Cane, No. 21,195. 

Brent Chemicals Corporadon. Westport, CT, Reg No. 690,008 
for the mark "METACLEAN", Cane. No. 21,352. 

Contract Research Software Corporadon, Sun Valley, ID, Reg 
No. 1,430,907 for the mark "PROMATE", Cane. No. 21,499. 

The R/L Group, Boston, MA, Reg. No. 1 ,6 1 1 .38 1 for the mark 
"NO Vr, Cane. No, 21,659. 

Teleman Discount Centers. Inc., Springfield. IL, Reg Nos. 
1,484.732, 1,485.655 for the mark 'TELEMART DISCOUNT 
CENTERS, INC.", Cane. No. 21.703. 

Health Advantage. Inc., Phoenix. A2, Reg No. 1,441,553 for 
the mark "HEALTH ADVANTAGE", Cane. No. 21,803. 

Newco Furniture Manufacturing, dba Sugar Hill Craftsman of 
Lisbon, NH, Reg No. 1,043,565 for die mark "SUGAR HILL 
FURNITURE AND DESIGN". Cane, No. 21,806. 



EXAMINATION OF APPLICATIONS 



711.03(c) 



II. 



application without further addressing the ments of the 
petition. Obviously, intentional delay in seeking the revival 
of an abandoned application precludes relief under 37 CFR 
1.137(a) or (b) (discussed below). 

PETITION TO WITHDRAW HOLDING OF 
ABANDONMENT BASED ON FAILURE TO 
RECEIVE OFFICE ACTION 

In Delgar v. Schufyer, 172 USPQ 513 (D.D.C. 1971). the 
court decided that the Office should mail a new Nouce of 
Allowance in view of the evidence presented in support of 
the contention that the applicant's representative did not 
receive the original Notice of Allowance. Under the reason- 
ing of Delgar. an allegation that an Office action was never 
received may be considered in a petition to withdraw the 
holding of abandonment. If adequately supported, the 
Office may grant the petition to withdraw the holding of 
abandonment and remail the Office action. That is, the rea- 
soning of Delgar is applicable regardless of whether an 
application is held abandoned for failure to timely pay the 
issue fee (35 U.S.C. 151) or for failure to prosecute 
(35U.S.C. 133). 

To minimize costs and burdens to practitioners and the 
Office, the Office has modified the showing required to 
estabu'sh nonreceipt of an Office action. The showing 
required to establish nonreceipt of an Office commmuca- 
tion must include a statement from the practitioner statmg 
that the Office communication was not received by the 
practitioner and attesting to the fact that a search of the file 
jacket and docket records indicates that the Office commu- 
nication was not received. A copy of the docket record 
where the nonieceived Office communication would have 
been entered had it been received and docketed must be 
attached to and referenced in practitioner's statement. >For 
example, if a three month period for reply was set in the 
nonreceived Office action, a copy of the docket report 
showing all replies docketed for a date three months ficom 
the mail date of the nonreceived Office action must be sub- 
mitted as documentary prtwf of nonreceipt of the Office 
action.< See Notice entitled "Withdrawing the Holding of 
Abandonment When Office Actions Are Not Received," 
1156 O.G. 53 (November 16, 1993). 

The showing outlined above may not be sufficient if 
there are circumstances that point to a conclusion that the 
Office action may have been lost after receipt rather than a 
conclusion that the Office action was lost m the mail (e.g., 
if the practitioner has a history of not receiving Office 
actions). 

Evidence of nonreceipt of an Office communication or 
acUon (e.g ., Notice of Abandonment or an advisory action) 
other than that action to which reply was required to avoid 



abandonment would not warrant withdrawal of the holding 
of abandonment. Abandonment takes place by operation of 
law for failure to reply to an Office action or timely pay the 
issue fee, not by operation of the mailing of a Notice of 
Abandonment. See Lorenz v. Finkl, 333 F.2d 885, 889-90. 
142 USPQ 26, 29-30 (CCPA 1964); Krahn v. Commis- 
sioner, 15 USPQ2d 1823. 1824 (E.D. Va 1990); In re Appli- 
cation of Fischer. 6 USPQ2d 1573, 1574 (Comm'r Pat. 
1988). 

Two additional procedures are available for reviving an 
application that has become abandoned due to a failure to 
reply to an Office Action: (1) a petition under 37 CFR 
1.137(a) based upon unavoidable delay; and (2) a petition 
under 37 CFR 1.137(b) based on unintentional delay. 

m. PETITIONS TO REVIVE AN ABANDONED 
APPLICATION, OR ACCEPT LATE 
PAYMENT OF ISSUE FEE 

37 CFR 1.137 provides for the revival of abandoned 
applications and lapsed patents for the failure: 

(A) to timely reply to an Office requirement in a provi- 
sional application; V 

(B) to timely prosecute in a nonprovisional ^plica- 
tion; 

(Q to timely pay the issue fee for a design ^plica- 
tion; 

(D) to timely pay the issue fee for a utility or plant 
application; and 

(E) to timely pay any outstanding balance of the issue 
fee (lapsed patents). 

A petition under 37 CFR 1.137(a) requires: 

(A) the required reply, unless previously filed; 

(B) tiie petition fee as set forth in 37 CFR 1.17(1); 
(Q a showing to the satisfaction of the Commissioner 

that the entire delay in filing the required reply fi?om the 
due date for the reply until the filing of a grantable petition 
pursuant to 37 CFR 1.137(a) was unavoidable; and 

(D) any terminal disclaimer required pursuant to 37 
CFR 1.137(c). 

A petition under 37 CFR 1 .137(b) requires: 

(A) the required reply, unless previously filed; 

(B) the petition fee as set forth in 37 CFR 1.17(m); 
(Q a statement that the entire delay in filing the 

required reply from tiie due date for the reply until the fil- 
ing of a grantable petition pursuant to 37 CFR 1.137(b) was 
unintentional; and 

(D) any terminal disclaimer required pursuant to 
37 CFR 1.137(c). 
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^rVP^^CONTINUED PROSECUTION APPLICATION (CPA) 
" REQUEST TRANSMITTAL 



m 09 low 



0 



Submit an original, and a duplicate for fee processing 

(Only for Continuation or Divisional applications under 37 CFR1. 53(d)) 



CHECK BOX, If applicable 
□ DUPLICATE 



Attorney Docket No. 
of Prior Application 


015280342100 


First Named Inventor 


Kaslow, David C, et. al. 


Examiner Name 




Group Art Unit 




Express Mall Label No. 


EL827033106US 



Address to: 



Assistant Commissioner for Patents 
Box CPA 

Washington, DC 20231 



This is a request for a □ continuation or □ divisional application under 37 CFR1 .53(d), 

(continued prosecution application (CPA)) of prior application number 09/554.960 

filed on iyia^22, 2000, entitled VACCINES FOR BLOCKING TRANSMISSION OF PLASMODIUM VIVAX! 



NOTES 

FILING QUALIFICATIONS: The prior application Identified above must be a nonprovlsional application that is either: (1) complete as defined by 
37 CFR 1.51(b), or (2) the national stage of an International application In compliance with 35 U.S.C. 371. Effective May 29, 2000, a CPA may 
only be filed in a utility or a plant application if the prior nonprovlsional application was filed before May 29, 2000. A CPA may be filed In a design 
application regardless of the filing date of the prior application. See "Request for Continued Examination Practice changes to and Provisional 
Application Practice," Final Rule, 65 Fed. Reg. 50092 (Aug. 16, 2000); Interim Rule. 65 Fed. Reg. 14865 (Mar. 20, 2000), 1233 Off. Gaz. Pat. 
Office (Apr. 11, 2000). 

C-I'P NOT PERMITTED: A continuation-in-part application cannot be filed as a CPA under 37 CFR 1.53(d), but must be filed under 37 CFR 
1.53(b). 



EXPRESS ABANDONMENT OF PRIOR APPLICATION: The filing of this CPA is a request to expressly abandon the prior application as of the 
filing date of the request for a CPA. 37 CFR 1.53(b) must be used to file a continuation, divisional, or continuation-in-part of an application that is 
not to be abandoned. 



ACCESS TO PRIOR APPLICATION: The filing of this CPA will be construed to include a waiver of confidentiality by the applicant under 35 
U.S.C. 122 to the extent that any member of the public who Is entitled under the provisions of 37 CFR 1.14 to access to. copies of, or Information 
concerning, the prior application may be given similar access to, copies of, or similar Information concerning, the other application or applications 
in the file jacket. 

35 U.S.C. 120 STATEMENT: In a CPA. no reference to the prior application is needed In the first sentence of the specification and none should 
be submitted. If a sentence referencing the prior application is submitted, it will not be entered. A request for a CPA is the specific reference 
required by 35 U.S.C. 120 and to every application assigned the application nunnber identified in such request, 37 CFR 1.78(a). 

WARNING: Information on this form may become public. Credit card information should not be included on this form. 

Provide credit card Information and authorization on PTO-2038. 



1 . Q Enter the unentered amendment previously filed on 

under 37 CFR 1 .116 in the prior nonprovlsional application 

2. n A preliminary amendment is enclosed. 

3 n ™^ application is filed by fewer than all the inventors named in the prior application, 37 CFR 1.53 (d)(4). 
a. O DELETE the following inventor(s) named in the prior nonprovlsional application: 



b. O The inventor(s) to be deleted are set forth on a separate sheet attached hereto. 

4. Q A new power of attorney or authorization of agent (PTO/SB/81) is enclosed. 

5. Q Information Disclosure Statement (IDS) is enclosed: 

a. □ PTO-1449 

b. O Copies of IDS Citations 



[Page 1 of 2] 

Burden Hour Statement: This form is estimated to take 0.4 hours to complete. Time will vary depending upon the needs of the individual case. Any comments on 
the amount of time you are required to complete this form should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, Washington, DC 
20231. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Assistant Commissioner for Patents. Box CPA. Washington, DC 20231. 
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U.S. Patent and Trad^HBrk Office: U.S. DEPARTMENT OF COMMERCE 
Under the Paperwork Reduction Act of 1995. no persons are required to resporxj to a collection of information unless it displays a valid 0MB control number. 



rradelflark C 



CLAIMS 


(1)F0R 


(2) NUMBER FILED 


(3) NUMBER EXTRA 


(4) RATE 


(5) CALCULATIONS 




TOTAL CLAIMS 
(37 CFR 1.1 6(c) or 0)) 


50-20* = 


30 


x$18= 


$540 




INDEPENDENT CLAIMS 
37 CFR 1.16(b) or (i)) 


9-3** = 


6 


x$80= 


$480 




MULTIPLE DEPENDENT CLAIMS (if applicable) (37 CFRi.i6(d)) 


X = 








BASIC FEE 
(37 CFR 1.16) 


$710 




1 Total of above Calculations = 


$1,730,00 




Reduction by 50% for filing by small entity (Note 37 CFR 1.27). 






* Reissue claims in excess of 20 and over original patent 
** Reissue independent claims over original patent 


TOTAL = 


$1,730.00 



6. n Small entity status: Applicant claims small entity status. See 37 CFR 1 .27, 

7. The Commissioner is hereby authorized to credit overpayments or charge the following fees to 
Deposit Account No, 20- 1430 : 

a. ^Fees required under 37 CFR 1.16. 

b. I^Fees required under 37 CFR 1.17. 

c. ^Fees required under 37 CFR 1.18. 
A check in the amount of $ is enclosed. 



. months (not to exceed 3 



8.n 

9. 1 I Payment by credit card. Form PTO-2038 is attached. 

10. n Applicant requests suspension of action under 37 CFR 1.103(b) for a period of . 

months) and the fee under 37 CFR 1.17(1) enclosed. 

1 1 . n Nev\/ Attorney Docket Number, If desired 

[Prior application Attorney Docket Number will carryover to this CPA unless a new Attorney Docket Number has been provided herein.} 

12. a. n Receipt For Facsimile Transmitted CPA (PTO/SB/29A) 

b. ^ Return Receipt Postcard (Should be specifically itemized, See W\PEP 503) 

13. ^ Other: PTO/SB/61 Petition for Revival of an Application for Patent Abandoned Unavoidably Under 37 CFR 

1.137(a) 



14, NEW CORRESPONDENCE ADDRESS 



13 Customer Number or Bar Code Label 



Customer No. 20350 1 i — ^ ^ , 

(Insert eustmer Nm^Attm bar cmiabel here) \ U^ew correspondence address below 



Name 



Address 



City 



State 



Zip Code 



Country 



Telephone 



Fax 



15. SIGNATURE OF APPLICANT, ATTORNEY, OR AGENT REQUIRED 1 


Naive (Print /Type) 




in/6< 


istian — ' 1 


Signature 




>^ 7 1 


Registration No. (Attorney/Agent) 






^ Date 


Octo 


3er8. 2001 J 
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FEE TRANSMITTAL 
for FY 2001 



Patent fees are subject to annual revision. 

ress Mail No. EL827033106US 



JC10ReG'dPCT/PTS),,345i|CT 2001 

roved for 



Complete if Known 



Application Number 



Filing Date 



First Named Inventor 



Examiner Name 



Group Art Unit 




09/554,960 



April 12, 1998 



Kaslow, David C. 



OUNT OF PAYMENT 



{$) 1840 



Attorney Docket No. 



01 5280-3421 OOUS 



METHOD OF PAYMENT 



FEE CALCULATION (continued) 



The Commissioner is hereby authorized to charge 
indicated fees and credit any over payments to: 



20-1430 



Deposit 
Account 
Number 

Deposit 
Account 
Name 

^ Charge Any Additional Fee Required 

Under 37 CFR 1.16 and 1.17 
rn Applicant claims small entity status. 
See 37 CFR 1.27 



Townsend and Townsend and Crew LLP 



1. 


BASIC FILING FEE 




Large 


Entity 


Small 


Entity 




Fee 


Fee 


Fee 


Fee 


Fee Oescription 


Code 


($) 


Code 


($) 




101 


710 


201 


355 


Utility filing fee 


106 


320 


206 


160 


Design filing fee 


107 


490 


207 


245 


Plant filing fee 


108 


710 


208 


355 


Reissue filing fee 


114 


150 


214 


75 


Provisional filing fee 



Fee Paid 



710 



SUBTOTAL (1) 



($)710 



2. EXTRA CLAIM FEES 



Total Claims 

Independent 
Claims 



Multiple 
Dependent 



50 



-20" 
-3" 



Extra Fee from 

Claims below/ 
X 



Fee 
Paid 



30 



6 



$18 



$80 



$540 



$480 



Large 


Entity 


Small 


Entity 


Fee 


Fee 


Fee 


Fee 


Code 


($) 


Code 


($) 


103 


18 


203 


9 


102 


80 


202 


40 


104 


270 


204 


135 


109 


80 


209 


40 


110 


18 


210 


9 



Fee Description 

Claims in excess of 20 
Independent claims in excess of 3 
Multiple dependent claim, if not paid 
** Reissue independent claims over 
original patent 

** Reissue claims in excess of 20 and 
over original patent 



SUBTOTAL (2) {$)1020 



3. ADDITIONAL FEES 
Large Entity Small Entity 



2. O Payment Enclosed: 




□ Check □ Credit card □ Money 


□ Other 


Order 




FEE CALCULATION 



Fee f 
Code 


Fee 
($) 


Fee 
Code 


Fee 
($) 


105 


130 


205 


65 


127 
139 


50 
130 


227 
139 


25 
130 


147 


2,520 


147 


2,520 


112 


920* 


112 


920* 


113 


1 ,840* 


113 


1 ,840* 


115 


110 


215 


55 


116 


390 


216 


195 


117 


890 


217 


445 


118 


1,390 


218 


695 


128 


1,890 


228 


945 


119 


310 


219 


155 


120 


310 


220 


155 


121 


270 


221 


135 


138 


1,510 


138 


1.510 


140 


110 


240 


55 


141 


1,240 


241 


620 


142 


1,240 


242 


620 


143 


440 


243 


220 


144 


600 


244 


300 


122 


130 


122 


130 


123 


50 


123 


50 


126 


180 


126 


180 



Fee Description 

Surcharge - late filing fee or oath 

Surcharge - late provisional filing 
or cover sheet. 
Non-English specification 



Fee 
Paid 



fee 



581 


40 


581 


40 


146 


710 


246 


355 


149 


710 


249 


355 


179 


710 


279 


355 


169 


900 


169 


900 



Requesting publication of SIR prior to 
Examiner action 

Requesting publication of SIR after 
Examiner action 

Extension for reply within first month 

Extension for reply within second 
month 

Extension for reply within third month 
Extension for reply within fourth 
month 

Extension for reply within fifth month 
Notice of Appeal 

Filing a brief in support of an appeal 
Request for oral hearing 
Petition to institute a public use 
proceeding 

Petition to revive - unavoidable 
Petition to revive - unintentional 
Utility issue fee (or reissue) 
Design issue fee 
Plant issue fee 

Petitions to the Commissioner 

Petitions related to provisional 
applications 

Submission of Information Disclosure 
Stnrtt 

Recording each patent assignment 
per property (times number of 
properties) 

Filing a submission after final rejection 
(37 CFR § 1.129(a)) 

For each additional invention to be 
examined (37 CFR § 1.129(b)) 



Request for expedited examination 
of a design application 



Other fee (specify) 

The Commissioner is authorized to charge any additional fees to 
the above noted Deposit Account. 



110 



•Reduced by Basic Filing Fee Paid 



SUBTOTAL (3) 



"or number previously paid, if greater; For Reissues, see above 



($)110 



r SUBMITTED BY 



Conriplete (if applicable) 



Name (Print/Type) 




Registration No. (Attorney/Agent) 



34.774 



Telephone 



415-576-0200 



Signature 



Date 



Octobers, 2001 



WARNINGS Informatloh on this forni may become public. Credit card Information should not be 
Included on this form. Provide credit card information and authorization on PTO-2038. 

Burden Hour Statement: This fomi is estimated to take 0.2 hours to complete. Time will vary depending upon the needs of the individual case. Any comments on the 
amount of time you are required to complete this form should be sent to the Chief Information Officer, Patent and Trademark Office, Washington, DC 20231. DO 
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